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DETAILED ACTION 
Status of Claims 

1. Claims 1-20 remain for examination. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1,13 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kindwall et al. 

4. In regards to claim 1 , Kindwall et al. discloses (Figure 2, col. 6, lines 8-65): 

-a system comprising a workpiece holder (15) having a workpiece surface (31) 
configured to couple to the workpiece in response to a negative pressure being 
applied to a vacuum reservoir (19) to provide a seal between a workpiece (col. 6, 
lines 44-45) and the workpiece surface (31); 

-a vacuum reservoir (19) disposed within the workpiece holder (15) having a 

proximal end capable of being removably coupled to the workpiece; and 

-a piston (13) configured to move upward in the vacuum reservoir (19) towards 

the workpiece and to lift the workpiece off of the workpiece surface (31) in 

response to a positive pressure (45) being applied to the system (col. 6, lines 25- 

35). 
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5. In regards to claim 1 limitation "for electrochemical machining." this is intended 
use of the apparatus and therefore does not distinguish it from the prior art. See MPEP 
2114. 

6. In regards to claim 1 3, Kindwall et al. discloses (Fig. 2, col. 6, lines 8-65): 
-method for holding and releasing a workpiece (col. 6, lines 44-45 and Fig. 2) 
applying a negative pressure to a vacuum reservoir (19) to produce an air flow 
through the vacuum reservoir (19); 

-loading the workpiece (col. 6, lines 44-45) onto a workpiece surface (31) to 
couple the workpiece to a proximal end of the vacuum reservoir (top of 19); 
-forming a seal between the workpiece and the workpiece surface (31) to 
produce a pressure drop across the workpiece (col. 6, lines 44-55); 
-applying a positive pressure to the vacuum reservoir (19), which occurs while 
vacuum reservoir (19) is not under vacuum (pressure greater than zero); and 
-lifting the workpiece off of the workpiece surface (31) by a piston (13) configured 
to move upward in the vacuum reservoir (19). 

7. In regards to claim 13 limitation "for electrochemical machining," this is intended 
use of the claimed workpiece and does not provide an active step and therefore does 
not distinguish from the prior art. 

8. In regards to claim 18, Kindwall et al. discloses (Figure 2, col. 6, lines 8-65): 
-means for applying a negative pressure to a vacuum reservoir (19) to produce 
an air flow (col. 6, lines 36-43); 
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-means for loading the workpiece onto a workpiece surface (31) to couple the 
workpiece to a proximal end of the vacuum reservoir (top of 19) (col. 6, lines 5- 
43); 

-means for forming a seal between the workpiece and the workpiece surface 
(31) to produce a pressure drop across the workpiece (col. 6, lines 44-48); 
means for applying a positive pressure to vacuum reservoir (19) which occurs 
while vacuum reservoir (19) is not under vacuum (pressure greater than zero); 
and 

-a piston (13) configured to move upward in the vacuum reservoir (19) to lift the 
workpiece off of the workpiece surface (31 ). 

9. In regards to claim 18 limitation "for electrochemical machining," this is intended 
use of the apparatus and therefore does not distinguish it from the prior art. See MPEP 
2114. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kindwall et al. in regards to claim 19 above, and in view of Yoshida et al. (US 
6,320,661). 
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12. In regards to claim 19, Kindwall et al. discloses a gap (open space above 31 and 
workpiece) above a workpiece surface (31), and such a gap is capable of being a 
machining gap. 

13. In regards to claim 19, Kindwall et al. does not specifically disclose a means for 
providing a conductive electrolyte to a machining gap to impose a pattern on the 
workpiece. 

14. Yoshida et al. pertains to optical measurements of samples and is thus the same 
field of endeavor as Kindwall et al. Yoshida et al. discloses cleaning a sample with 
isopropyl alcohol (IPA) and/or high-grade pure water (col. 13, line 66 to col. 14, line 7). 
Delivery of such fluid would require means for fluid delivery, thus any conduit capable of 
holding such fluids is taught. It would have been obvious to one of ordinary skill in the 
art at the time of invention to modify Kindwall et al.'s system with Yoshida et al.'s means 
for fluid delivery in order to obtain a clean sample and an accurately calibrated 
measurement (Yoshida et al., col. 13, line 49 to col. 14, line 47). A means for fluid 
delivery would be capable of delivering conductive electrolyte and therefore meets the 
claimed limitation. 

15. In regards to claim 19 limitation "to impose a pattern on the workpiece" is 
intended use and therefore does not distinguish it from the prior art. See MPEP 21 14. , 

16. In regards to claim 20, Kindwall et al. discloses a means for coupling (45, col. 6, 
lines 8-65) the workpiece to an ejector pin (11). While ejector pin (1 1) appears oblique 
in Fig. 2, a pin is any small surface. Kindwall et al. discloses that such a surface is 
small (col. 5, lines 1-4). 
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Response to Arguments 

17. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Allowable Subject Matter 

18. Claims 2-12 and 14-17 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

19. The following is an examiner's statement of reasons for allowance: Claim 2 (if 
rewritten in independent fomi) is allowable in that prior art does not teach, disclose or 
suggest such a substrate holding system as claimed that has a piston configured to 
move upward in a vacuum reservoir and also includes an electrode disposed above the 
workpiece by a machining gap as claimed. Claims 3-12 are dependent on claim 2. 

20. Claim 14 (if rewritten in independent form) is allowable in that prior art does not 
teach, disclose or suggest a method of holding and releasing a workpiece as claimed 
that includes lifting the workpiece off of the workpiece surface by a piston configured to 
move upward in a vacuum reservoir in combination with providing a conductive 
electrolyte to a machining gap as claimed. Claims 15-17 are dependent on claim 14. 

21 . Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preiferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 



Application/Control Number: 10/743,935 Page 7 

Art Unit: 1742 

22. Applicant's amendment necessitated tlie new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

23. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas A. Smith whose telephone number is (571)- 
272-8760. The examiner can normally be reached on 8:30 AM to 5:00 PM, Monday 
through Friday. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571)-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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26. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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